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11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051210 



Application/Control Number: 1 0/679,702 Page 2 

Art Unit: 3652 

Entry of Amendment 

1. Applicant, in remarks, states that claims 1-31 remain pending, however, the listing of claims and 
applicants further remarks indicate that claims 1, 13, 17, and 24-26 have been cancelled. Only claims 
2-12, 14-16, 18-23, 27-31 and newly presented claim 32 therefore remain pending. 

2. Claim 27 is objected to as being dependent upon cancelled claim 26. 
Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 

1, Claims 2-3 and 5-12 are rejected under 35 USC § 102(b) as being anticipated by BENNETT (US 
5,941,324 A). 

1.1. With respect to claim 2, BENNETT discloses an apparatus (54) coupled to a tubular transport 
tool (10), arm (58) coupled to body (52), the arm movable in two or more planes relative to the 
body, and actuable to limit movement of the tubular relative to the transport tool. 

1.2. With respect to claim 3, BENNETT additionally discloses the body movably coupled to the 
transport tool. 

1.3. With respect to claim 5, BENNETT additionally discloses a stop member (1 14) 

1.4. With respect to claim 6, BENNETT additionally discloses two arms and a stop member to 
retain the tubular between the two arms (1 14) 

1.5. With respect to claim 7, BENNETT additionally discloses two arms (1 14) provided to control 
movement of the tubular. 
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1.6. With respect to claim 8, BENNETT inherently discloses the two arms actuable between an 
open and closed position (compare figs 1 & 10) 

1.7. With respect to claim 9, BENNETT additionally discloses stop members adapted to retain the 
tubular when the arms are closed (Fig. 2). 

1 .8. With respect to claim 10, BENNET additionally discloses each arm including a stop member 
(114). 

1 .9. With respect to claim 1 1 , BENNET additionally discloses the two arms actuable between a 
raised and lowered position (Compare Figs 1 & 2). 

1.10. With respect to claim 12, BENNET additionally discloses the two arms adapted to control 
movement of the tubular when the arms are raised (Fig. 2). 

Claim Rejections - 35 USC $ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 

forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

1. Claims 14-16, 18-23 and 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
PIETRAS in view of BURNS (US 5,609,457). 

1.1. With respect to claim 14, PIETRAS discloses providing a tubular transport having a tubular 
handling apparatus transporting a tubular to a position proximate the wellbore (Fig. 1), raising 
the first end of the tubular relative to the wellbore (Fig. 7), removing the second end from the 
transport tool, and positioning the second end above the wellbore (Fig. 9). PIETRAS fails to 
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teach two or more arms. BURNS teaches engaging with two or more arms. It would have been 
obvious to one of ordinary skill in the art to modify PIETRAS with the two or more arms of 
BURNS in order to better control the tubular. 

1.2. With respect to claim 15, PIETRAS additionally discloses the tubular handling apparatus 
coupled to the tubular transport tool. 

1.3. With respect to claim 16, PIETRAS additionally discloses actuating the tubular handling 
apparatus to contact the second end of the tubular as the tubular is raised. 

1.1. With respect to claim 18, PIETRAS additionally discloses raising the arm to contact the 
tubular, thereby limiting movement of the second end. PIETRAS fails to teach two or more 
arms. BURNS teaches raising the two or more arms to contact the tubular. It would have been 
obvious to one of ordinary skill in the art to modify PIETRAS with the two or more arms of 
BURNS in order to better control the tubular. 

1.2. With respect to claim 19, PIETRAS fails to teach the tubular disposed between two arms. 
BURNS teaches the tubular disposed between two arms. It would have been obvious to one of 
ordinary skill in the art to modify PIETRAS with the two arms of BURNS in order to provide an 
easily releasable securing means for the tubular. 

1.4. With respect to claim 20, PIETRAS additionally discloses retaining the first end of the tubular 
with an elevator (6). 

1.5. With respect to claim 21, PIETRAS additionally discloses positioning the second end over the 
wellbore using the tubular handling apparatus. 

1.6. With respect to claim 22, PIETRAS discloses a carriage (4) and a tubular handling tool for 
limiting the movement of the tubular as the tubular is removed from the carriage. PIETRAS 
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fails to teach two or more arms. BURNS teaches two or more arms. It would have been 
obvious to one of ordinary skill in the art to modify PIETRAS with the two or more arms of 
BURNS in order to better control the tubular. 

1.7. With respect to claim 23, PIETRAS additionally discloses the tubular handling tool having at 
least one arm, the arm having a first and second end, a first end being operatively coupled to 
the carriage and the second end actuatable to contact the tubular. PIETRAS fails to teach two 
or more arms. BURNS teaches two or more arms. It would have been obvious to one of 
ordinary skill in the art to modify PIETRAS with the two or more arms of BURNS in order to 
better control the tubular. 

1.8. With respect to claim 27, PIETRAS fails to teach the arms movable between an open and a 
closed position. BURNS teaches the arms movable between an open and a closed position. It 
would have been obvious to one of ordinary skill in the art to modify PIETRAS with the 
movable arms of BURNS in order to selectively cause the retention or release of the tubular. 

1.9. With respect to claim 28, PIETRAS additionally discloses a ramp (3). 

1.10. With respect to claim 29, PIETRAS additionally discloses a transport mechanism (16). 

1.11. With respect to claim 30, PIETRAS additionally discloses a ramp. 

1.12. With respect to claim 31 , PIETRAS additionally teaches a trough for supporting the tubular. 

1.13. With respect to claim 32, PIETRAS teaches providing a carriage having a tubular handling 
apparatus having one or more arms (13), transporting the carriage proximate the wellbore (Fig. 
1), engaging the second end of the tubular with the arm (Fig. 8), pivoting the arm while 
removing the tubular (Fig. 8-9). PIETRAS fails to teach pivoting the arms in a second plane to 
release the tubular. BURNS teaches pivoting the arms in a second plane to release the 
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tubular. It would have been obvious to one of ordinary skill in the art to modify PIETRAS with 
the arms pivotable in the plane taught in BURNS in order to selectively secure or release the 
tubular at the desired location. 
Allowable Subject Matter 

1 . Claim 4 is objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any intervening 
claims. 

1.1. With respect to claim 4 the following is a statement of reasons for the indication of allowable 
subject matter: 

1.1.1. While PIETRAS discloses a similar apparatus and BURNS discloses an apparatus 
having arms having a similar structure, a tubular handling apparatus that is 
coupled to a tubular transport tool for transporting the tubular to a wellbore, that 
includes the unique feature of at least one arm coupled to a body, the tubular 
retained between the body and the at least one arm, the arm movable in two or 
more planes relative to the body, in combination with the rest of the claim 
language, is not taught or fairly suggested by the prior art. 

Response to Applicants Arguments 

Applicants arguments entered 11/9/05 have been fully considered 

1 . Applicant, by amendment, has overcome the rejections of claim 23 under 35 USC § 1 1 2. 

2. Applicant, by amendment, has overcome the rejections of claims 2-12 by, in addition to the rest of the 
claim language, reciting the feature of at least one arm coupled to the body that is movable in two or 
more planes relative to the body. This feature is not taught or fairly suggested by PIETRAS or BURNS. 
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However, a new ground(s) of rejections of claims 2-3 and 5-12 is made under 35 USC § 102(b) over 
BENNET. 

3. Applicant argues that PIETRAS fails to teach two arms as recited in amended claim 14 and 22. This 
argument is persuasive, therefore, the rejection of claims 14 and 22, and the claims depending 
therefrom, under 35 USC § 102 has been withdrawn. However, a new ground(s) of rejection of claims 
14 and 22, and the claims depending therefrom, is made under 35 USC § 103(a) over PIETRAS in 
view of BURNS. 

4. Applicant's argument that there is no suggestion to combine the references. The examiner recognizes 
that obviousness can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation to do so found 
either in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 
347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, PIETRAS teaches an arm coupled to a tubular 
transport in the same manner as applicants arm. PIETRAS, however, does not elaborate with any 
significant detail, the structure of the arm. While it is true that the arm in BURNS is not connected to the 
transport tool and not used until the tubular is already located above the wellbore, BURNS teaches, in 
detail, arms for locating the lower end of a tubular above a wellbore. It would have been obvious to one 
of ordinary skill in the art to modify PIETRAS with the arms of BURNS. The motivation to combine the 
references is to increase accuracy and promote safety while positioning a tubular above a wellbore as 
discussed in Col. 1 of BURNS. Applicant's argument that there is no motivation to combine the 
teaching of BURNS with that of PIETRAS is therefore unpersuasive. 
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5. Applicant argues that the references fail to show, "two or more arms removing the second end of the 
tubular from the transport tool." While it is true that neither PIETRAS nor BURNS teaches two or more 
arms removing the second end of the tubular from the transport tool, this limitation is not recited in 
claims 14 or 19. Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). 

6. Applicant argues that it is the rest of the apparatus in BURNS which moves the tubular for alignment 
not the arms. This may be true, however the language of claim 22, "two or more arms adapted to 
pivotably move the tubular" does not distinguish over the prior art of record. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

1. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to 
this final action is set to expire THREE MONTHS from the mailing date of this action. In the event 
a first reply is filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any extension 
fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS from the date 
of this final action. 
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3. 



4. 



Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Charles N. Greenhut whose telephone number is (571) 272-1517. The examiner can 
normally be reached on 7:30am - 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Eileen 
D. Lillis can be reached on (571) 272-6928. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished applications 
is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




